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REMARKS ; 

Claims 1 and 3-12 are in the case and presented for reconsideration- 
Claims 1 and 6 were rejected under 35 U.S.C. §1 02(b) as being anticipated by 

Konushi et al. (JP 10-335179). 

The Office states that the prior art discloses SrTi0 3 as a ferroelectric ceramic 

material. The Office states that applicant did not amend (Ba<|. x Sr x )Ti03 (0 < x <r 1), and 

that SrZr x Tii, x 03 (0 < x * 1) without dopants further meets the claimed material. 

Claim 1 has been rewritten and now recites Ba-|. x Sr x Ti03 (1 > x > 0,15 and 0.15 

> x s 0) and SrZr x Tii_ x 03 (0 < x < 1 ). Neither of the recited ferroelectric ceramic materials 

is SrTi03. 

The Office further states that Konushi et al. discloses that the material is formed 
from a PZT and PLZT. However, claim 1 recites Pb(Zr x T)^. x )0^ (0 < x <; 1 ) doped with Nb. 
Konushi et al. fails to teach or suggest Pb(Zr x Tii_ x )03 (0 < x <; 1) doped with Nb. Also, if 
x=1, then the claimed material is Pb(Zr)O a . Therefore, Pb(Zr x Ti<|_x)03 (0 s x < 1) cannot 
be PbZrTi0 3 (PZT) since Ti is eliminated when x=1 . Konushi et al. does not disclose or 
suggest Pb(Zr x Tii- x )03 (0 < x < 1). The possible values of x are limitations which Konushi 
et al. does not teach or suggest. Konushi only generally discloses PZT (e.g., PbZrTi0 3 ). 
PbZrTiO s is not claimed. 

Also, claim 1 recites Pbi,i i 5yLay(Zr x Tii_ x )03 (0 < x < 1 , 0 * y s 0.2). If x = 1 , then 
the claimed material is Pb^ 5y La y (Zr)0 3 Therefore, Pb 1 _l,5yLa y (Zr x Ti 1 . x )0 3 (0 * x £ 
I.Oiys: 0.2) cannot be PbLaZrTi0 3 (PLZT) since TI is eliminated when x=1 . Konushi et 
al. does not disclose or suggest Pbi.^5yLay(Zr x Ti-j_ x )03 (0^x<1,0<y^ 0.2). The 
possible values of x and y are limitations which Konushi et al. does not teach or suggest. 
Konushi only generally discloses PLZT {e.g., PbLaZrTi0 3 ). PbLaZrTi0 3 is not claimed. 
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Claim 6 depends from claim 1 and is therefore patentable for the same reasons as 
claim 1 . 

Claims 1 , 3-5, and 8 were rejected under 35 U.S.C. §1 02(e) as being anticipated by 
U.S. Patent 6,104,597 to Konushi et al. The Office states the same reasoning as in the 
rejection based on JP 10-335179 above. Thus, applicant respectfully submits that claim 
1 is patentable for the same reasons stated above. Claims 3-5 and 8 depend from claim 
1 and are patentable for the same reasons. 

Claims 1 and 6 were rejected under 35 U.S.C. §1 02(b) as being anticipated by U.S. 
Patent 5,760,432 to Abe et al. In particular, the Office states that Abe '432 discloses 
Ba 0 . 85 Sr 015 TiO 3 and (Ba 0 . 8S Sr 0 15 )Ti0 3 . 

Applicant has rewritten claim 1 , which now recites Ba<|_ x Sr x Ti03 0 > x > 0.1 5 and 
0.15 >xs0) and (Bai_ x Sr x )Ti03 (1 > x > 0.15 and 0.15 > x > 0). The claimed materials 
do not include Ba 0 .BsSro, 16 TiOg or (Bao ggSro ^JTiO,. Claim 1 recites at least one element or 
limitation not taught or suggested by the prior art. The cited prior art fails to teach or 
suggest any of the materials recited. 

Claim 7 was rejected under 35 U.S.C. §1 03(a) as being unpatentable over Konushi 
"597 in view of U.S. Patent 6,125,027 to Klee et al. As explained above, claim 1 now 
recites at least one limitation not taught or suggested by Konushi '597. Konushi '597 fails 
to teach or suggest any of the members of the Markush group recited in claim 1 . Klee '027 
likewise fails to teach or suggest any of the members of that Markush group. Claim 7 
depends from claim 1 , and is believed to be patentable for the same reasons stated above. 

Claims 3-5 and 8 were rejected under 35 U.S.C. 103(a) as being unpatentable over 
Abe *432 in view of Konushi '597. As explained above, both Abe '432 and Konushi *597 
fail to teach or suggest at least one limitation recited in claim 1 . Both references fail to 
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teach or suggest any of the members of the Markush group now recited in claim 1 . Claims 
3-5 and 8 depend from claim 1 and are therefore patentable for the same reasons 
explained above. 

Claim 7 was rejected under 35 U.S.C. 103(a) as being unpatentable over Abe '432 
in view of Klee '027. As explained above, claim 1 recites at least one limitation not taught 
or suggested by Abe *432. Klee '027 likewise does not teach or suggest that limitation. 
Claim 7 depends from claim 1 and is therefore patentable for the same reasons explained 
above. 

Claim 9 was rejected under 35 U.S.C. 103(a) as being unpatentable over Konushi 
etal. (JP 10-335179) in view of U.S. Patent 4,156,211 to Buswell etal. 

Claim 9 has been rewritten and now recites the same Markush group that is recited 
in claim 1. Konushi et al. fails to teach or suggest any of the recited elements of the 
Markush group as explained above with regard to claim 1 . Accordingly, claim 9 is believed 
to be patentable. 

Claim 1 0 was rejected under 35 U.S.C. 1 03(a) as being unpatentable over Konushi 
et al. (JP 10-335179) in view of U.S. Patent 4,468,644 to Teague et al. 

Claim 1 0 has been rewritten and now recites the same Markush group that is recited 
in claim 1. Konushi et al. fails to teach or suggest any of the recited elements of the 
Markush group as explained above with regard to claim 1. Accordingly, claim 10 is 
believed to be patentable. 

Claim 1 1 was rejected under 35 U.S.C. 103(a) as being unpatentable over Konushi 
et al. (JP 10-335179) in view of U.S. Patent 5,801,601 to Gayle. 

Claim 1 1 has been rewritten and now recites the same Markush group that is recited 
in claim 1. Konushi et al. fails to teach or suggest any of the recited elements of the 
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Markush group as explained above with regard to claim 1, Accordingly, claim 11 is 
believed to be patentable. 

Claim 12 was rejected under 35 U.S.C. 103(a) as being unpatentable over Konushi 
et al. (JP 10-335179) in view of U.S. Patent 5,923,233 to Jantunen et al. 

Claim 1 2 has been rewritten and now recites the same Markush group that is recited 
in claim 1. Konushi et al. fails to teach or suggest any of the recited elements of the 
Markush group as explained above with regard to claim 1. Accordingly, claim 12 is 
believed to be patentable. 

Accordingly, the application and claims are believed to be in condition for allowance, 
and favorable action is respectfully requested. No new matter has been added. 

If any issues remain which may be resolved by telephonic communication, the 
examiner is respectfully invited to contact the undersigned at the number below, jf such will 
advance the application to allowance. 

Favorable action is respectfully requested. 



Dated: January 25, 2005 

NOTARO & MICHALOS P.C. 

100 Dutch Hill Road 
Suite 110 

Orangeburg, New York 10962-2100 
Customer No. 21706 

YG:yae 
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Respectfully submitted, 




Yan Glickber/ 
Reg, No. 51,742 
Attorney for Applicants 
Phone: (845) 359-7700 



JAN-25-2005 02:44PM 



FROM-Koiaro S Michalcs P,C, 



+16453:37796 



T-S3£ P. 001 F-CC7 



Fax Transmission 
NOTARO & MlCHALOS P.C. 



CENTRA «- *X CENTER 



E-Mail: nmpc@noraromichalOs.com J/\ty g Onp,- 

1400 Broadway, Suite 2307 100 Dutch Hfl] Road, Suite 1] 0 

New York, New York lOOlS-0644 Orangeburg, New York 10962-2100 

Tel: (212) 27S-S600 Tel: ($45) 359-7700 

Fax: (2 12) 278-8687 Fax: (845) 359-7798 



ORANGEBURG, NY 



To: Examiner Eric Thomas 
Group Art Unit 2831 

Fax#: 703-872-9306 

From: Yan GHckberg 



Date: 



Pages: 



January 25, 2005 

13, including this cover sheet. 



Subj ect: Applicant: 
Serial No.: 
Filing Date: 
For: 



Mareike KLEE, et al 
09/541,765 
April 3, 2000 

VOLTAGE-DEPENDENT THIN-FILM CAPACITOR 



REMARKS: 



£ No original documents will follow unless requested 

Original documents follow by mail 

Original documents will follow by courier or messenger 

If you do not receive all of the pages, please call (845) 359-7700 as soon as possible. Our 
facsimile number is: (845) 359-7798 (ROCKLAND COUNTY OFFICE). 

CONFIDENTIALITY NOTICE 

this facsimile is intended only for the use of the individual or entity to which it 
is addressed and may contain information that is privileged, confidential and 
exempt from disclosure under applicable law* if the reader of this mess act is 

NOT TflE INTENDED RECIPIENT OR THE EMPLOYEE OR AGENT RESPONSIBLE FOR DELIVERING 
THE MESSAGE TO THE INTENDED RECIPIENT, YOU ARE HEREBY NOTIFIED THAT ANY DlSCI O- 
SURE, COPYING, DISTRIBUTION OR TAKING ANY ACTION ON THE CONTENTS OF THIS COMMUNl* 
CATION OR ANY ATTACHED INFORMATION IS STRICTLY PROHIBITED. IF YOU HAVE RECEIVED 
THTS COMMUNICATION IN ERROR, PLEASE NOTIFY US IMMEDIATELY BY TELEPHONE AND 
RETURN THE ORIGINAL FACSIMILE TO US AT THE ABOVE ADDRESS VIA FIRST CLASS MAIL 
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